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Docket No. 22HF-165423-052 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In re Application of: 

 Summit Entertainment , LLC 

Serial No: 77/508,141 

Filed: June 25, 2008 

Class: 3 

Mark: TWILIGHT 

Examining Attorney 

 C. Skye Young 

Law Office:  117 

REQUEST FOR DISMISSAL OF 

EX PARTE APPEAL AS MOOT 

AND REMAND TO EXAMINING 

ATTORNEY 

 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, VA  22313-1451 

 

Dear Commissioner: 

Applicant Summit Entertainment, LLC (“Applicant”) hereby requests that the Trademark 

Trial and Appeal Board (“the Board”) dismiss the appeal as moot, TBMP § 1212, and remand 

the application  to the Examining Attorney to issue a notice of publication, TBMP § 1212.   

Applicant has good cause for its request. 

REMARKS 

I. The Cited Registrations Have Been Assigned to Applicant 

Section 1212 of the TBMP states, “[i]f, during the pendency of an ex parte appeal 

involving a refusal to register under Trademark Act § 2(d), 15 U.S.C. § 1052(d), the cited 

registration is cancelled, or is assigned to the applicant, the appeal will be moot insofar as that 

issue is concerned.  If the refusal to register on the basis of the cancelled or assigned registration 

is the only issue involved in the appeal, the Board will dismiss the appeal as moot, and the 
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application will be sent to the examining attorney for approval for publication (or for 

registration, in the case of a Supplemental Register application).”  Id. 

The Examining Attorney’s sole basis for refusing registration of Applicant’s mark is 

under Section 2(d) of the Lanham Act, 15 U.S.C. §1052(d), based on likelihood of confusion 

with U.S. Reg. No. 3,592,437 for the mark TWILIGHT and U.S. Reg. No. 3,635,636 

(International Reg. No. 0989711) for the mark TWILIGHT (the “Cited Registrations”), both 

owned by Bath & Body Works Brand Management, Inc. (“Assignor”).  The Cited Registrations 

were assigned by Assignor to Applicant on September 30, 2014.  The appeal pending before the 

Board should be dismissed because the sole bar to registration has been rendered moot. 

Recordation of the assignment for U.S. Reg. No. 3,592,437 was recorded in the 

Assignment Division of the PTO on October 30, 2014 at Reel 5390 frame 0807.  Attached hereto 

as Exhibit A is a true and correct status printout from the Assignment Division database, 

trademark assignment stamped cover sheet and trademark assignment agreement.   

Recordation of the assignment for U.S. Reg. No. 3,635,636 (International Reg. No. 

0989711) is currently pending before the International Bureau of the World International 

Property Organization (“WIPO”) because that registration is based on Section 66(a) of the 

Lanham Act, 15 U.S.C. 1141(f)(a) and must be filed with WIPO.  See TMEP §501.07 and 

§1906.01.  Attached hereto as Exhibit B is a true and correct copy of the request for recordal of 

assignment of U.S. Reg. No. 3,635,636 (International Reg. No. 0989711) sent to WIPO on 

December 19, 2014.  Attached hereto as Exhibit C is a true and correct copy of the response sent 

by WIPO on December 22, 2014 confirming receipt of the request and stating that the request 

“will be processed as soon as possible.”  The recordation request is still pending.  Applicant is 

timely filing this request before Applicant’s deadline to file its appeal brief on April 6, 2015. 
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II. Conclusion  

For these reasons, Applicant respectfully requests that the Board dismiss the appeal as 

moot and remand the application to the Examining Attorney for issuance of a notice of 

publication.  In the alternative, Applicant requests that the Board suspend the present appeal 

pending recordation of the assignment of U.S. Reg. No. 3,635,636 (International Reg. No. 

0989711) by WIPO. 

Respectfully submitted, 

Dated:  April 6, 2015 /Jill M. Pietrini/  
Jill M. Pietrini 
SHEPPARD MULLIN RICHTER & HAMPTON LLP 
1901 Avenue of the Stars, Suite 1600 
Los Angeles, California  90067-6017 
(310) 228-3700 

CERTIFICATE OF ELECTRONIC TRANSMISSION 

I hereby certify that this correspondence is being transmitted electronically to 

Commissioner of Trademarks, Attn:  Trademark Trial and Appeal Board through ESTTA 

pursuant to 37 C.F.R. §2.195(a), on this 6th day of April, 2015. 

/LaTrina Martin/    
LaTrina Martin 
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